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DETAILED ACTION 
Action Background 

1. This action is responsive to the applicant's request for reconsideration, 
filed on 12/1/2005. 

2. The status of the claims remains unchanged with this response. 

3. Claims 70-81 are pending in the case, claims 70, 74 and 78 are 
independent claims. 

4. The examiner's rejection of claims 73, 77 and 81, made under 35 USC 
102, as being anticipated by Gupta at al. US Publication US 2003/0196164 as 
recited in the previous office action (dated 9/1/2005) are withdrawn in view of 
the applicant's remarks. However, new grounds of rejection are described 
below. 
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Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

"The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the 
inventor of carrying out his invention. " 

6. Claims 73, 77 and 81 are rejected under 35 U.S.C. 112, first paragraph, 
as failing to comply with the written description requirement. The claims 
contains subject matter, which was not described in the specification in such 
a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

7. Regarding claim 73, the amendment filed 6/15/2005 adds the following 
limitations: "prohibiting access to the at least one document after completion 
of the interactive learning course". The examiner has reviewed the originally 
filed specification, and has failed to find support for the added limitation. 
Applicant is required to cancel the new matter in response to this office 
action. 

8. Regarding claims 77 and 81, the claims contain the same new matter as 
described above in relation to claim 73, and are rejected using the same 
rationale. 
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9. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

10. Claims 73, 77 and 81 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

11. The term "prohibiting access" in claims 73, 77 and 81 is a relative term, 
which render the claims indefinite. The term "prohibiting access" is not 
defined by the claims, the specification does not provide a standard for 
ascertaining the requisite degree, and one of ordinary skill in the art would not 
be reasonably appraised of the scope of the invention. Furthermore, the 
originally filed disclosure fails to describe or suggest "prohibiting access" (see 
the 35 USC 112 first paragraph rejection stated above). 
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Claim Rejections - 35 USC § 102 

12. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

"A person shall be entitled to a patent unless - 

(e) The invention was described in (1) an application for patent, published 
under section 122(b), by another filed in the United States before the 
invention by the applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the 
effects for purposes of this subsection of an application filed in the United 
States only if the international application designated the United States 
and was published under Article 21(2) of such treaty in the English 
language." 

13. Claims 70-72, 74>?4 and 78-80 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Gupta et al. US Patent publication 2003/0196164, filed 
9/15/1999, published 10/16/2003 (hereinafter Gupta). 



14. Regarding independent claim 70, Gupta discloses electronic note taking 
during an interactive learning course. Gupta discloses an interactive learning 
system with students and instructors. Gupta recites: "These annotations 
typically correspond to a particular temporal location in the multimedia 
presentation and can provide a replacement for much of the "in-person" 
interaction and "classroom discussion" that is lost when the presentation is 
not made "in-person" or "live". As part of an annotation, a student can 
comment on a particular point, to which another student (or lecturer, 
assistant, etc.) can respond in a subsequent annotation. This process can 
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continue, allowing a "classroom discussion" to occur via these annotations" 
(page 1, paragraph 6). 

Gupta discloses a document annotation system. Gupta recites: "According 
to one aspect of the invention, multiple annotations are maintained together 
as an annotations collection corresponding to particular multimedia content 
(page 1, paragraph 12), where Gupta defines the multimedia content as: "77?e 
data can be as simple as ASCII text or as complex as HTML code which can 
include text having different fonts and type styles, graphics including 
wallpaper, motion video images, audio, and links to other multimedia 
documents" (page 5, paragraph 66). 

Gupta disclose an annotation field associated with a document. Gupta 
recites: "FIG. 5 shows an exemplary structure for an annotation entry 180 that 
is maintained by annotation server 10 in annotation meta data store 18 of 
FIG. 3. In the illustrated example, the annotation entry 180 includes an 
author field 182, a time range field 184, a time units field 186, a creation time 
field 188, a title field 190, a content field 192" (page 5, paragraph 59). Gupta 
discloses receiving the entry of notes in the annotation field in figure 8 at 
reference sign 276. 

Gupta discloses storing the annotations in memory and associating them 
with a document. Gupta recites: "annotations typically correspond to a 
particular multimedia presentation. Since each of the different versions of the 
multimedia content is a different multimedia presentation, typical annotations 
correspond to only one of these presentations" (page 1 , paragraph 8). 
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Gupta discloses providing access to the document and notes during the 
interactive learning course. Gupta recites: "As part of an annotation, a student 
can comment on a particular point, to which another student (or lecturer, 
assistant, etc.) can respond in a subsequent annotation. This process can 
continue, allowing a "classroom discussion" to occur via these annotations" 
(page 1, paragraph 6). 

Gupta discloses providing access to the entered notes after the 
completion of the interactive learning course. Gupta recites: "Additionally, 
some systems allow a user to select a particular one of these annotations and 
begin playback of the presentation starting at approximately the point in the 
presentation to which the annotation corresponds 1 ' (page 1, paragraph 6). 

15. Regarding dependent claim 71, Gupta discloses the note containing 
content contained in the document. Gupta recites: "multimedia content is 
duplicated in the annotation" (page 1, paragraph 9). 

16. Regarding dependent claim 72, Gupta discloses a plurality of users, 
where the users can share notes for a period of time. Gupta recites: "As part 
of an annotation, a student can comment on a particular point, to which 
another student (or lecturer, assistant, etc.) can respond in a subsequent 
annotation. This process can continue, allowing a "classroom discussion" to 
occur via these annotations" (page 1, paragraph 6). 
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17. Regarding claims 74-76, the claims are directed toward a computer 
readable storage medium for the method of claims 70-72, respectively, and 
are rejected with the same rationale. 

18. Regarding claims 78-80, the claims are directed toward a system for the 
method of claims 70-72, respectively, and are rejected with the same 
rationale. 



Claim Rejections - 35 USC § 103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

"(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not 
be negatived by the manner in which the invention was made" 



20. Claims 73, 77 and 81 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gupta in view of Bohlen et al., "The effect of Learning Style 
and Method of Instruction on the Achievement, Efficiency and Satisfaction of 
End-Users Learning Computer Software" Published on the Internet by ACM, 
1993 (hereinafter "Bohlen"). 



21. Regarding dependent claim 73, Gupta discloses a document based 
interactive computer based learning, as described above. Gupta discloses 
controlling access to the interactive learning annotations. Gupta recites: 
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11 According to one embodiment of the invention, annotation server 10 of FIG. 
3 supports read and write access controls ...to the annotation set (page 7, 
paragraph 90). Gupta fails to explicitly describe controls for the learning 
material. Bohlen discloses a study of the effectiveness of computer-based 
training (abstract, page 273), where a lecture course was compared to a 
computer based training method, wherein results were determined by test 
scores (page 277, second, third and last paragraphs). Bohlen discloses 
subject matter testing, and it is well known in the educational arts that testing 
is traditionally undertaken after completion of the learning course in a>"closed 
book" environment, wherein access to the learning material is prohibited. 

Therefore, it would have been obvious, to one of ordinary skill in the art, at 
the time the invention was made, to combine prohibiting access to learning 
course material, as taught by Bolen, with the annotations control of learning 
course documents of Gupta, in order to effectively test learning course 
students as to the degree of effectiveness of the learning course. 
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Response to Arguments 

22. Applicant's arguments filed 12/1/2005 with respect to claims 70, 74 and 78 
have been fully considered but they are not persuasive. 

23. Regarding claims 70, 74 and 78, the applicant argues "Gupta does not 
"provide access to the entered notes after completion of the interactive 
learning course" (page 2, third paragraph, of the response filed 12/1/2005). 
Applicant is directed to the rejection of claim 70 as restated above. Gupta 
discloses providing access to the entered notes after the completion of the 
interactive learning course. Gupta recites: "Additionally, some systems allow 
a user to select a particular one of these annotations and begin playback of 
the presentation starting at approximately the point in the presentation to 
which the annotation corresponds" (page 1, paragraph 6). 

24. Also regarding independent claims 70, 74 and 78, the applicant 
argues: "Gupta only permits review of annotations or notes during playback of 
the course. By contrast, applicants' claims allow a user to view the annotation 
without playback of the presentation" (page 2, third paragraph, of the 
response filed 12/1/2005). In response to applicant's argument that the 
references fail to show certain features of applicant's invention, it is noted that 
the features upon which applicant relies (i.e., "without playback of the 
presentation") are not recited in the rejected claim(s). Although the claims are 
interpreted in light of the specification, limitations from the specification are 
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not read into the claims. See In re Van Geuns, 988 F. 2d 1181, 26 
USPQ2d 1057 (Fed. Cir. 1993). 

25. Applicant's arguments with respect to claims 73, 77 and 81 have been 
considered but are moot in view of the new ground(s) of rejection, as 
described above. 



Application/Control Number: 09/637,388 Page 
Art Unit: 2178 

Conclusion 

26. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Gregory J. Vaughn whose telephone 
number is (571) 272-4131. The examiner can normally be reached Monday to 
Friday from 8:00 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Stephen S. Hong can be reached at (571) 272-4124. 
The fax phone number for the organization where this application or 
proceeding is assigned is (571) 272-2100. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private 
PAIR or Public PAIR. Status information for unpublished applications is 
available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 



Gregory J. Vaughn 
February 9, 2006 
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